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DETAILED ACTION 

Receipt is acknowledged of amendment and remarks filed on 10/10/08. Claims 18-19 and 
22 have been canceled as per applicants' amendment dated 10/10/08. Claims 17, 20 and 23-28 
are pending in the application. 

The following new ground of rejection is necessitated by the amendment. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 20 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 20 does not further limit the scope of claim since claim 17 recites the solubilized 
polymer in Markush group and claim 20 recites " poly (meth) acrylate", which includes 
polyacrylate and also polymethacrylate. Additionally claim 20 lacks antecedent basis since claim 
17 recites " second solubilized polymer" and not second polymer. 

Claim Rejections - 35 USC §103 
1. Claims 17, 20, and 23-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
the combination of U. S. Patents 6,010,686 ('686) and 5,626,840 ('840) and 6,264,933 ('933). 

Instant application is claiming a method of treating skin comprising: 

1. Neutralized, solubilized anionic polyurethane 

2. Solvent 

3. Second polymer (polymethacrylate is the species, claims 18-20) 
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The specification defines "solubilized urethane" as ur ethane being soluble in solvent. 

Patent '686 teaches cosmetic composition using a polymeric system, which contains one 
film-forming polymer and use of this composition on the skin. See the abstract, see col.l, 11 1-16. 
Patent '686 at col.2, 11 10-26 teaches: 

11 Ik kwUipOMtMJ KxUKxIJi! ^ tk SJAUvjtUn) OLskiS tt 

possible io obtain a homogeneous film which has a light 
ft \\u ^ in um in s ^ » i£t I itt li U* vut! ail ui> l«>ug Ilk- 
film is uoi at all stcky, v>hib being soft supple, clastic and 

; ftexible on the skin; it follows the movements of the support 
on which it is applied without cracking ami for. lifting oil. It 
dheres eoixij rely t the tips I'm n isition ccord i u 
she invention therefore is particularly advantageous m a 
composition for application to the lips, especially as Hp 

„ 0 rouge. The exposition according to the invention also is 
p&rticu.krh advantageous as a composition I'oi application 
as an eyeliner. 

Furthermore, she film obtained io accordance with the 
present iiweilloa cm be very glossy or more or less matte, 
dept i< rag on be mttnrt of the particular constituents oi ih« 
eoniposi >o Thjs results io a wider m.og« o:l make-tig 
nroduets which can be made elossv or matte at will. 

Patent at col.2, 11 35-40 teaches various polyurethanes and this includes anionic 



polyurethane. Patent at col.4, 11 10-24 teaches: 
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in Ik } result Jt^iptm iImjm <i. <i lln kmm k 
pnhmef"' is ink ruled to mean a. dispersion capable of 
forming filtii inch ting no tvlud ,i co l^i ig 
age at 

Uk-.olu^ ,{ | m [ f JIU Ujl > llN I'h *^t'S d kl" 

15 ihv pascnS imcntion nt.iv r.ing<* r «>n > ^ "> b\ wUi 
&ed preferably rangt from '*0 So 409? by weight 

The ciMHf>wiliot\ t>1 Ik nu m <r n i< t.liHi K> n fn 
rttt' 1% s\v i J . p , k th \ ii= n mo 4> «uaK"l Jr\ 
mi] ids ot flli^-!\inmis^ polymers. 

IIh pj HlW si/». fht. pohrnas j at< k i^u ium^i 1 
rriiy range from 10 ?o 500 nm and preferably ranges bum 20 
to 150 nm mu makes k possible to < btair t :i i vi icb 

li is i lUii irk \i <h>^ 

Patent at col. 4, II 40-45 teaches plasticizing agent and this includes water soluble solvents 
and water insoluble solvents. Patent at col.4, 11 50-62 teaches various glycol derivatives. Patent at 
col.5, 11 22-30 suggests adding additives like acrylic polymer into the compositions. See 
examples and see claim 2 for anionic polyurethane. Patent does not teach neutralized 
polyurethane. 

Patent '840 teaches claimed anionic solubilized neutralized polyurethanes. Patent '840 
teaches anionic polyurethanes which can be soluble or dispersible in water. See the abstract, and 
see col.2, 11 16-19 for the weight percent. Patent at col.5, lines 52-63 teaches: 
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Neutf alizattom renders fee polymers soluble or di^emMe 
in water for easy formukfckM Mo aqueous Mr sprays (and 
tihus contributes to removability). The neutralised polymers 
can be formulated solely la water as the solvent, or the 55 : 
solve nt system cm be a blend of polar orgaaie solvent and 
water, locally, the organic solvent wtH be an alcohol or 
ketone. Fartalarly suitable solvents are low boiling alco- 
hols that are compatible with other components in fee kair 
fixative composition, for example, C t -C 4 straight or m 
branched chain alcohols. Exemplary polar solvents are 
etttanot, propanol, isoprop&noi, butaaoi acetone, dimethyl- 
ether and dimetboxymefeant-. 

The difference between these patents and the instant application is they do not teach 
second polymer. However patent '933 teaches film forming polymer and this includes anionic 
polyurethane as the film forming polymer. See col.2, line 34 and see col.4, 11 5-8 for the weight 
percent of the polymer. Patent '933 teaches various solvents at col.4, 11 17-25. Patent at col.4, 11 
30-050 teaches additional film forming polymer can be added into the compositions and this 
includes polyacrylates and polymethacrylates claimed in the instant application. 

Accordingly it would be obvious to one of ordinary skill in the cosmetic art to prepare 
compositions of patent '686 and substitute the anionic film-forming polymer with another 
functionally equivalent film forming polymer, which is neutralized solubilized anionic 
polyurethane of patent '840 and add additional film forming polymer (polyacrylate or 
polymethacrylate) taught by patent '933 in analogous cosmetic compositions. One of ordinary 
skill in the cosmetic art would modify the compositions of patent '686 by using neutralized and 
solubilized anionic polyurethane since these anionic polyurethanes are soluble in water for easy 
formulations. This is a prima facie case of obviousness. 
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Response to Arguments 

Applicant's arguments filed 10/10/08 have been fully considered but they are not 
persuasive. 

Applicants' argue: 

"De la Poterie ('686) is directed towards cosmetic compositions for application to 
skin, wherein the composition includes an aqueous dispersion of film-forming 
polymer particles (Abstract). Useful film-forming polymers include synthetic 
polymers of the polycondensate or radical type, polymers of natural origin, and 
mixtures thereof (col. 2, lines 30-39). De la Poterie does not teach or suggest 
neutralized or solubilizcd polyurcthancs. Further, de la Poterie does not teach or 
suggest the second polymer of the present composition (compositions comprising 
only the polyurethane are exemplified). Finally, de la Poterie does not teach 
methods for treating skin for moisturizing, firming and/or UV protection with 
compositions as presently claimed. 

Thomaides is directed towards polyurethanes with carboxylate functionality for 
use as hair fixatives (e.g., hairsprays) (Abstract). The polyurethane of Thomaides 
is soluble or dispersible in water, is prepared from an organic diisocyanate, a diol, 
and a 2,2-hydroxymethyl-substituted carboxylic acid, and is neutralized with a 
cosmetically acceptable organic or inorganic base and formulated into a hair 
fixative composition containing low amounts of volatile organic solvent 
(Abstract). Thomaides does not teach the use of its polyurethanes in skin care 
compositions: As noted by the Examiner, Thomaides, like de la Poterie, does not 
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teach or suggest the second polymer. Therefore, the combination of Thomaides 
and de la Poterie still is lacking in (1) the disclosure of the second polymer and 
(2) methods for treating skin for moisturizing, firming and/or UV protection with 
compositions as presently claimed. 

Bodelin teaches cosmetic compositions for keratin fibers (hair - mascara for 
eyelashes; col. 2, lines 1-12) formed from at least one lamellar filler and an 
aqueous phase disperser). The aqueous phase contains a polymer system 
comprising at least one film- forming polymer dispersed in the aqueous phase in 
the form of solid particles (Abstract; col. 1, lines 55-63; col. 2, lines 18-21). Like 
de la Poterie, the film-forming of Bodelin is chosen from polycondensates (e.g., 
anionic polyurethanes; col. 2, lines 34-35), radical- generated polymers, and 
polymers of natural origin (col. 2, lines 22-25). Bodelin teaches that its 
compositions can also include an additional water-soluble film-forming polymer 
such as polyacrylates and polymethacrylates (col. 4, lines 30-49). Still, Bodelin 
does not teach or suggest methods for treating skin for moisturizing, firming 
and/or UV protection with compositions as presently claimed ". 
In response to the above argument, patent '686 teaches anionic polyurethane in cosmetic 
compositions and teaches using cosmetic compositions for make-up, lip rouge, foundation and 
eyeliner and also teaches sun compositions and also dermatological compositions. Patent '686 
does not teach claimed neutralized anionic polyurethane but patent '840 teaches claimed 
neutralized anionic polyurethane, therefore one of ordinary skill in the art would substitute 
anionic polyurethane in compositions of '686 with another functional equivalent anionic 
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polyurethane, which is solubilized and neutralized anionic polyurethane of '840 expecting that 
the compositions can be applied over skin in the form of color cosmetics like make-up, lip rouge, 
foundation and eyeliner and sun compositions like sunscreens or suntan compositions or after- 
sun compositions. Patent '686 teaches dermatological compositions and one of ordinary skill in 
the art would prepare dermatological compositions in the form of moisturizers, creams, lotions 
and cleaning compositions since these formulations are conventionally applied to skin. This 
knowledge is available to one of ordinary skill in the art. Patent '686 at col. 5, line 24 suggests 
adding another synthetic polymer like acrylic polymer. This is claimed in the instant application 
as second solubilized polymer consisting of acrylate. Patent '9333 teaches combination of film 
former like anionic polyurethane and also auxiliary film former which can be water soluble or 
water-insoluble at col. 3, 11 35-45 and at col.4, 11 48-49 teaches polyacrylate and 
polymethacrylate as auxiliary film forming agents. Therefore, one of ordinary skill in the 
cosmetic art would be motivated to prepare compositions of patent '686 and substitute the 
anionic polyurethane film-forming polymer with another functionally equivalent film forming 
polymer, which is neutralized solubilized anionic polyurethane of patent '840 and add additional 
film forming polymer (polyacrylate or polymethacrylate) taught by patent '933 in analogous 
cosmetic compositions and use the compositions for color cosmetics and sun compositions and 
dermatological compositions. 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JYOTHSNA A. VENKAT whose telephone number is 571-272- 
0607. The examiner can normally be reached on Monday-Friday, 10:30-7 :30:1st Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, MICHAEL WOODWARD can be reached on 571-272-8373. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner, Art Unit 1619 



